ff ^W^^k United States Patent and Trademark Office 




MERCL 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-3 450 
www.usptogov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 



09/779,373 



02/07/2001 



Ronald E. Pelrine 



SRI1P029 



7984 



22434 7590 09/11/2003 

BEYER WEAVER & THOMAS LLP 
P.O. BOX 778 

BERKELEY, CA 94704-0778 



EXAMINER 



BUDD, MARK OSBORNE 



ART UNIT 



PAPER NUMBER 



2834 

DATE MAILED: 09/1 1/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 


Application No. 

09/779,373 


Applicant(s) 1 \\^/ 
V 

PELRINE ETAL 


Examiner 

Mark Budd 


Art Unit 

2834 





« The MAILING DATE of this communication appears on the cover sheet with the correspondence address 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )£3 Responsive to communication(s) filed on 29 January 2003 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayfe, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1 -37 is/are pending in the application. 

4a) Of the above ctaim(s) is/are withdrawn from consideration. 

5) H Claim(s) 28-37 is/are allowed. 

6) IEl Claim(s) 1-27 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) \Z\ Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority und r 35 U.S.C. §§119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 

U.S. Patent and Trademark Office " " " - 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 0803 
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Claims 39 and 68 are rejected under 35 USC 102 as anticipated by Mott, Europe (882), or 
WO (208) for the reasons set forth in the office action mailed 1 1-5-02. It is noted that the 
"wherein clause is merely a statement of desired function with no actual structure defined to 
provide for the function. Thus the phrase is not considered as a claim limitation. It is further 
noted that it is not clear whether the strain increase takes place during use or during the 
manufacturing step. Also note the "wherein" clause does not define what area strain actually 
represents. Its it a 10% increase in surface area, volume, an amount of 'stretch, or what? It 
would seem that deflection could change I(increase or decrease) an existing area strain, but to 
merely state the strain as a percentage doesn't actually define anything. 

Claim 159 is rejected under 35 USC 103 as unpatentable over Mott, Europe (882) or Wo 

(208). 

Each reference teaches a piezoelectric polymer with appropriate electrodes and electronics 
built into a shoe. They do not explicitly teach that the polymer has an elastic modules below 
9Mpa. However, optimization of a known device to a specific use and selection from among 
known materials has long been held to be within the skill expected of the routineer. Thus to select 
specific optimum values, based e.g. on routine experimentation would have been obvious to one 
of ordinary skill in the art. Note that applicants original disclosure is devoid of any reference to 
OMpa having any particular criticalitity of significance. It was obviously arbitrally selected to be 
just under the 10 Mpa value attributed to PVDF in the prior art. 

Claims 38, 40-66 and 69-158 are allowed. 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 
1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, however, 
will the statutory period for reply expire later than SIX MONTHS from the mailing date of this 
final action. 



Budd/ds 



08/28/03 




